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Office Action Summary 



Application No. 

09/955,869 
Examiner " 
Ethan Whisenant, Ph.D. 



Applicants) 

BEALS, THOMAS P. 



Art Unit 

1634 



Period for l^lf^^ 

«^^ A ^SSK,SS!^ Y ,s SET TO EXPIRE 3 - M ~ FR ™ 

'nnoeven,, h ow eV e r , mayar ep lyb e tim e lyfil e d 

- Failure to reply within the set or extended period fS^^^^^^^t^ e f re ( S ' x < 6 > MONTHS from the mailing date of this communication 

- Any reply received by the Office later than three months afte 'the Sno ?? ■ t ° become ABANDONED (35 U.S.C. § 133). COmmunicatlon - 
earned patent term adjustment. See 37 CFR 1 704(b) communication, even if timely filed, may reduce any 

Status 

1 )E3 Responsive to communication(s) filed on 18 September ?nno . 
2a)Q This action is FINAL. 2 b)S This action is non-final 

4) £3 Claim(s) 1^16 is/are pending in the application. 
4a) Of the above claim(s) 15 and 16 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim(s) 7^ is/are rejected. 

7) I3 Claim(s) 9^14 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) D The specification is objected to by the Examiner. 
10)Q The drawings filed on is/are: a) D accepted or b)D objected to by the Examiner 

Apphcant may not request that any objection to the drawings) be held in abeyance. See 37 CFR 1 85(a) 

1 1 )□ The proposed drawing correction filed on is: a )D approved „)□ disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9 (a)-(d) or <D 

a)dAJI bO Some*c)D None of: 

1 •□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. Q Copies of the certified copies of the priority documents have been received in this National Staae 
* <5p* tho T th6 ,nternation ^ Bureau (PCT Rule 1 7.2(a)). ° 8 ' Stag6 

See the attached detailed Office action for a list of the certified copies not received 

14 )S Acknowledgment is made of a Cairn for domestic priority under 35 U.S.C. § 1 1 9 (e ) (to a provisional application) 

15^n ahT Th rr nSlati ° n ° f the forei 9 n lan 9 ua 9 e Provisional application has been received 
5)U Acknowledgment .s made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121 
Attachments) 

D IS] Notice of References Cited (PTO-892) ,, n . „ 

2) S Notice of Draftsperson's Patent Drawing Review (PTO-948) 5 H LT^ fT™* 3) Pap6r N ° (S) " " 

3) H information Disclosure Statements) (PTO-1449) Paper Nojs) 2 . 6 J g Zer. ^ APP ' iCati ° n ^ 52) 
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Part of Paper No. 5 
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Detailed Action 



1 - Applicant's election of Group I (Claims 1-8 and 13) in the response filed 18 SEP 02 (i e paper 
No. 4) is acknowledged. In addition, the examiner acknowledges the applicant's preliminary amendment 
■n paper No. 4 wherein Claims 1 -14 have been joined into a single invention. Accordingly, the restriction 
requ,rement has been reconsidered and Calms 1-14 will be examined together. Claims 15-16 are 
wthdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 
■nvenfon. It is noted that the applicant did not distinctly and specifica.ly point out any supposed errors in 

r«Tnrrr uirement ' therefore the eiection has been treated as m « ^ P 

§ 818.03(a)). The restriction requirement has been reconsidered, is deemed proper and is therefore 
herein made FINAL. An action on Claim(s) 1-14 follows. 



35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that may form the 

r rejections set forth in this Office action- 
A person shall be entitled to a patent unless - 

(e) The invention was described in - 

!^^^ » ano*- fiIed in the u ,^ d ^ 

treaty defined in section 351(a) sfal KMS^'i? lnte k mat ! onal ^Plication filed under the 
published under section 1 22 b onTy | 'the inte^nTJL^V^ 0 " ° f 3 national aPP"««on 
published under Article 21( 2 )\aVott «*» United States was 

subsection based on theL 9 of ^^^^^^^^^^ST 



Claim Rejections under 35 USC § 102 

3. Claim(s) 1-8 is/are rejected under 35 U.S.C. 102(b) as being anticipated by Friend et al [US 
6,468,476 (2002)]. 

Friend et al teach a method for analyzing mRNA in select eukaryotic cells wherein a 
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transcription rate for at least one mRNA transcript is determined which method comprises the four steps 
set forth in Claim 1 . In addition, Friend et al teach a method for analyzing mRNA in an eukaryotic cells 
wherein a frequency of synthesis for a plurality of mRNA transcript is determined which method 
comprises the three steps set forth in Claim 8. Note that "pausing transcription in the nuclei of select 
eukaryotic cells containing nascent mRNA transcripts" occurs when the mRNA in extracted from the cells 
See for example 5.7.1 .3. Note especially Column 39, beginning at line 65 - Column 41 , ending at line 27 

As regards the limitations in Claims 2-7 see at least Column 5, beginning at line 55; and see 
Column 35, beginning on line 65 - Column 36, ending at about line 10. 



4. 

claim. 



Claim Objections 

Claim(s) 9-14 is /are objected to because it is dependent upon a rejected independent base 



Conclusion 



5. Claim(s) 1-14 is/are rejected and/or objected to for the reason(s) set forth above. 

6. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Ethan Whisenant, Ph.D. whose telephone number is (703) 308-6567. The examiner can 
normally be reached Monday-Friday from 8:30AM -5:30PM EST or any time via voice mail. If repeated 
attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, W. Gary 
Jones, can be reached at (703) 308-1 1 52. 

The fax number for this Examiner is (703) 746-8465. Before faxing any papers please inform the 
examiner to avoid lost papers. Please note that the faxing of papers must conform with the Notice to 
Comply published in the Official Gazette, 1096 OG 30 (November 15, 1989). Any inquiry of a general 
nature or relating to the status of this application should be directed to the group receptionist whose 
telephone number is (703) 308-0196. 

Eth^^llsenant, Ph.D. 
Primary Examiner 



